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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 1 1 December 2000 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 1-12. 14 and 16-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-12,16-20,22 and 23 is/are rejected. 

7) ^ Claim(s) 14 and 21 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)[3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Kl None of: 

1 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 



2. This application has been filed with informal drawings, which are acceptable for 
examination purposes only. Formal drawings will be required when the application is 
allowed. 



3. Claims 14 and 21 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. These claims are 
not further treated in the merit. Appropriate corrections are required. 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 



Drawings 



Claim Objection 



Claim Rejections - 35 USC § 102 
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(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date 
of application for patent in the United States. 

5. Claims 1-3, 12, 16, and 18-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nielsen (U.S. Patent No. 5,948,054). Nielsen's patent meets all the 
limitations for claims 1-3, 12, 16, and 18-19 recited in the claimed invention. 

6. As to claim 1 , Nielsen discloses a requirements matching server for use in a 
requirements matching system comprising at least one requirements matching server 
accessible by means of a communications network, the requirements matching server 
(figure 1 ; and column 5 lines 9-50) comprising: an input for receiving a user request 
message by means of the communications network, wherein a user request message 
comprises a specification of user requirements and an identifier for a response contact 
(figure 5; and column 6 lines 43-61); routing means for forwarding a received 
specification of user requirements to a destination determined by the routing means and 
accessible by means of the communications network (figures 6 and 8A; column 6 line 
62 to column 7 line 18; and column 8 lines 50-63), wherein the routing means comprise: 
a store for storing at least one routing rule for controlling the routing means, wherein a 
routing rule comprises a specification of requirements to be routed and an identifier for a 
corresponding destination (figures 2-4; and column 5 line 51 to column 6 line 36); 
comparison means for comparing a specification of user requirements conveyed by a 
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received user request message with a specification of requirements to be routed as 
defined in a stored routing rule and, in dependence upon the result of the comparison, 
identifying a corresponding destination for the forwarding of the specification of user 
requirements (figure 7; and column 7 line 21 to column 8 line 49); and forwarding 
means for transmitting, by means of the communications network, a message 
conveying a specification of user requirements to a destination identified by the 
comparison means (figure 8a; and column 8 lines 50-63). 

7. As to claims 2-3, Nielsen discloses that the routing means further include 
registration means arranged, on receipt of a message conveying a routing rule, to store 
the routing rule in the store, wherein the registration means are further arranged to 
generate a message including a message routing rule and to transmit the generated 
message to another requirements matching server (figures 2-4 and 8B; column 5 line 51 
to column 6 line 36; and column 8 line 64 to column 9 line 24). 

8. As to claim 12, it is also rejected for the same reasons set forth to rejecting claim 
1 above. 

9. As to claims 16 and 1 9, they are also rejected for the same reasons set forth to 
rejecting claim 1 above, since claim 16 is merely a method of operation for the 
apparatus defined in the claim 1. 
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10. As to claim 18, Nielsen discloses that each the specification of user requirements 
and of supplier deliverables is defined according to the same predetermined 
representation scheme (figures 5-6; and column 6 line 43 to column 7 line 18). 

Claim Rejections - 35 (JSC $ 103(a) 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 
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12. Claims 4-6 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nielsen (U.S. Patent No. 5,948,054) in view of Miloslavsky (U.S. Patent No. 
5,765,033). 

13. As to claim 4, Nielsen does not disclose that an information extraction means for 
extracting a predetermined type of information from a received user request message, 
and for storing the extracted information. 

Miloslavsky disclose a requirements matching server (figure 1) including: 
information extraction means for extracting a predetermined type of information from a 
received user request message, prior to forwarding by the routing means of a 
specification of user requirements contained therein, and for storing the extracted 
information; and means responsive, on receipt of a message conveying a request to 
supply the extracted information, to transmit to the sender of the extracted information 
request message a message including the extracted information (figure 2; column 2 
lines 10-30; and column 4 line 20 to column 5 line 25). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Miloslavsky stated above in the 
requirements matching server of Nielsen as stated above for extracting a predetermined 
type of information from a received user request message, and for storing the extracted 
information because it would have increased over all system efficiency and performance 
by reducing network latency and processing time. 
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14. As to claim 5, Miloslavsky discloses that the predetermined type of information is 
the identifier for a response contact of the specification of user requirements conveyed 
by a received user request message (figure 2; and column 4 lines 4-51). 

15. As to claim 6, Nielsen discloses a requirements matching server (figure 1) 
including: billing means for raising a charge in respect of the sender of each request to 
supply extracted information (column 2 lines 33-41; and column 4 lines 50-59). 

16. As to claim 17, it is also rejected for the same reasons set forth to rejecting claim 
4 above, since claim 17 is merely a method of operation for the apparatus defined in the 
claim 4. 

17. Claims 7-1 1 , 20, and 22-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nielsen (U.S. Patent No. 5,948,054). 

18. As to claims 7-8, above remarks rejecting claim 1 equally apply here. Nielsen 
does not explicitly disclose a requirements matching system comprising a plurality of 
requirements matching servers. 
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However, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to use a plurality of requirements matching servers 
incorporate with the system of Nielsen as stated above because doing so would have 
made the system more efficient and utilizable. Duplicate parts for multiple effects are 
generally not given patentable weight or would have been obvious for improvements. 

19. As to claim 9, Nielsen discloses a system including at least one user access 
server arranged with access to at least one requirements matching server of the 
system, the at least one user access server having a user interface for receipt of a 
specification of user requirements and means for generating a user request message 
comprising the received specification of user requirements and an identifier for a 
response contact, and for forwarding the generated message to the at least one 
requirements matching server (figures 5-8s; and column 6 line 37 to column 9 line 24). 

20. As to claim 10, Nielsen discloses a system including at least one server providing 
a user interface to enable a user to receive, from one or more servers of the system of 
servers, user request messages conveying a specification of user requirements relating 
to a predetermined category of requirements (figures 5; and column 6 lines 43-61 ). 

21 . As to claim 1 1 , Nielsen discloses that each the requirements specification is 
defined according to a predetermined requirements representation scheme (figures 5-6; 
and column 6 line 43 to column 7 line 18). 
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22. As to claim 20, Nielsen discloses that servers of the system are arranged to 
forward specifications of user requirements describing a particular category of 
requirements, conveyed by received user request messages to a predetermined 
respective server of the system (figures 5-7; and column 6 line 43 to column 8 line 49). 

23. As to claims 22-23, above remarks rejecting claims 1 and 7-8 equally apply here. 
Nielsen does not explicitly disclose a requirements matching system use with an 
electronic purchasing or trading environment. 

However, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to use the requirements matching system of Nielsen as 
stated above with the electronic purchasing or trading environment because doing so 
would have made the system more utilizable. 

Additional References 

24. The examiner as of general interest cites the following references. 

a. Baker et al, U.S. Patent No. 5,678,041. 

b. Akizawa et al, U.S. Patent No. 5,548,724. 
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Contact Information 



25. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bharat Barot whose telephone number is (703) 
305-4092. The examiner can normally be reached on Monday-Friday from 9:30 AM to 
6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alam, Hosain, can be reached at (703) 308-6662. A central official fax 
number is (703) 872-9306. 

Any inquiry of general nature or relating to the status of this application should be 
directed to the group receptionist whose telephone number is (703) 305-3900. 



Patent Examiner Bharat Barot 
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